
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/709,795 



05/28/2004 



Michael A. Slivka 



101896-252 (DEP5319) 



3794 



21125 7590 06/19/2007 

NUTTER MCCLENNEN & FISH LLP 
WORLD TRADE CENTER WEST 
155 SEAPORT BOULEVARD 
BOSTON, MA 02210-2604 



EXAMINER 



SHAFFER, RICHARD R 



ART UNIT 



3733 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



06/19/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding* 



The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



r 





Application No. 


Applicant(s) 


Office Action Summarv 

^aw m m m ^m* m M mm ^m* m m %m mill %• * W 


10/709,795 


SLIVKA ET AL. 


Examiner 


Art Unit 






Richard R. Shaffer 


3733 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 

i 

4 th , 2007 has been entered. 

Claim Rejections • 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 6, 9-12,17, 19, 21, 22, 24, 26, 29-33 and 35 are rejected under 35 
U.S.C. 102(b) as being anticipated by Ulrich et al (DE 41 07 480 A1). 

Ulrich et al disclose (Figure 9) a device comprising: a bone-engaging member 
(1) having a head formed thereon; a U-shaped receiver member (2 and 5 together); the 
receiver (2 and 5) having a proximal seat (30) that receives a spinal rod (which is either 
rigid or flexible since any material can be deemed one of the two); a threaded 
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setscrew/fastener (12) to mate with the receiver to lock the spinal rod in position while 
allowing free movement of the bone-engaging member (1); the bone-engaging member 
(1) has its head mated to a distal portion (2) of the receiver in an optional polyaxial 
connection (Column 3, Line 55 through Column 4, Line 1 stating a ball joint is known 
in place of the simple swivel joint depicted). 

Claims 1,6-12, 17-19, 21, 22, 24, 26, 27, 29-33 and 35 are rejected under 35 
U.S.C. 102(e) as being anticipated by Parker (US Patent Application Publication 
2004/0260284). 

Parker discloses (Figure 1) a device comprising: a bone-engaging member (105) 
having a spherical head (110) formed thereon; a U-shaped receiver member (115); the 
receiver (115) having a proximal seat (155) that receives a (rigid or flexible since it has 
to be one) spinal rod (200); a threaded (150) setscrew/fastener (145) to mate with the 
receiver to lock the spinal rod in position while allowing free polyaxial movement of the 
bone-engaging member (105); the bone-engaging member (105) has its head mated to 
a distal portion (112) of the receiver. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7, 8, 18, 23 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ulrich et al. 
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. Ulrich et al disclose all of the claimed limitations except for the bone-engaging 
member having a spherical head as well as the spinal fixation element formed form a 
material from the group consisting of stainless steel, titanium, non-absorbable polymers, 
absorbable polymers, and combinations thereof. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to form a spherical head on the bone-engaging member since 
Ulrich et al already disclosed that a ball joint is a known connection between element (2) 
and the bone-engaging member (1) leaving the choice merely to which component (2) 
or (1) receiving the socket and the other the ball. Further should applicant assert that 
one would have provided the ball on element (2) instead of (1), such would not obviate 
the problem since it has been held that a mere reversal of the essential working parts of 
a device involves only routine skill in the art. In re Einstein, 8 USPQ 167. 

It would have also been obvious to one having ordinary skill in the art at the time 
the invention was made to select a material from applicant's group of appropriate 
materials since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Parker. 
Parker discloses all of the claimed limitations except for the spinal fixation element 
being formed form a material from the group consisting of stainless steel, titanium, non- 
absorbable polymers, absorbable polymers, and combinations thereof. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to select a material from applicant's group of appropriate materials 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. In re Leshin, 125 USPQ 416. 

Response to Arguments 
Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard R. Shaffer whose telephone number is 571-272- 
8683. The examiner can normally be reached on Monday-Friday (7am-5pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 

» 

for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Richard Shaffer 
June 13 th , 2007 
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